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V IA C O M  IN TER N A TIO N AL INC.
V S .

M A H A R A J A  O R G A N IS A TIO N  LTD. A N D  O T H E R S

SUPREME COURT 
S.N. SILVA, CJ.
UDALAGAMA, J AND,
F E R N A N D O , J
CASE No. SC (APPEAL) NO. 40/99 
HIGH COURT (CIVIL) 21/93(3)
31 ST SEPTEMBER AND 19TH OCTOBER 2004

Intellectual Property - Code of Intellectual Property Act, No. 52 of 1979 as 
amended - Registering of “MTV Music Television” and “Maharaja Television" - 
Sections 90 and 100 of the Code - Avoidance of confusion by viewers - Side by 
side comparison of the two marks.

The appellant objected to the registering of “MTV" as a trade mark by the 
2nd respondent (Registrar of Patents and Trade Marks) The Maharaja mark 
was registered after the registration of the appellant’s mark, “MTV Music 
Television”. The appellant urged that the impugned registration would create 
confusion in the minds of viewers of television. A condition imposed by the 2nd 
respondent that neither party has the monopoly of the letters M. T. V. was of no 
avail. The 2nd respondent and the High Court both allowed the registration. 
The appellant appealed to the Supreme Court.

f

The respondents filed no affidavits of objection, whilst the 2nd respondent 
Registrar was prepared to abide by the decision of the court. The 2nd 
respondent also did not file an affidavit of objections.

HELD :

(I) The High Court’s contention was that the way letters “MTV” are written in 
the two marks are different and therefore, one could clearly distinguish 
the two marks. The High Court came to this conclusion by a close, side by 
side comparison of the two marks ignoring previous decisions to the 
contrary.

Per Raja Fernando, J

“What is important is to consider the prominent parts of both marks and 
decide whether the prominent parts of the two marks taken as a whole with the
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design/get up, closely resemble one another as to confuse the consumer......
The court should not compare the two marks meticulously”

2. A preliminary objection to the appeal that only the 2nd respondent, 
Registrar should have been made a party respondent was in error and 
ought to be rejected.

Cases referred to :

1. Toklon v Davidson 1915 32R pages 133-136
2. Bacadi Company Limited v Vigal Kardi (Ahuja's 'Intellectual 

Property Case) (1959) Vol 3 No. 3 Page XII
3. N STLE SA v Multitech Lanka (Pvt) Ltd (1999) 2 SLLR 298
4. Arumugam v Seyed Abbas Air 1964 Mad 206

APPEAL from the judgment of the High Court

K. Kanga - Iswaran, P. C. with Dr. Harsha Cabraal for plaintiff appellant. 

Romesh de Silva, P. C. with Hiran de Alwis for 1st respondent.

S. Barrie, State Counsel for 2nd respondent.

Cur.adv. vult

28th April, 2005 
RAJA FERNANDO, J.

T h e  P laintiff - A p p e lla n t V ia c o m  In te rn ation a l (h e re in a fte r  re fe rre d  to  a s  th e  

A p p e lla n t) file d  th is  a p p e a l on  1 0 .1 1 .1 9 9 9  to  s e t a s id e  th e  O r d e r  o f th e  

H ig h  C o u rt of th e  W e s te rn  P ro v in c e  s itting  in C o lo m b o  in th e  e x e rc is e  of 
its civil ju risd ic tion  (h e re in a fte r  re fe rre d  to  a s  th e  C o m m e rc ia l H ig h  C o u rt)  

d a te d  1 3th  S e p te m b e r  1 9 9 9  a n d  m a k e  o rd e r  in fa v o u r  o f th e  a p p e lla n t a s  

p ra y e d  fo r in th e  p la in t d a te d  11th  A u g u s t 1 9 9 8 .

P re lim in ary  o b jectio n  :

W h e n  this m a tte r c a m e  up for h earin g  th e  ap p e lla n t to o k  up a  p re lim inary  

objec tion  th a t th e  1 st d e fe n d a n t - re sp o n d en t, T h e  M a h a r a ja  O rg a n is a tio n  

Ltd., (h e re in a fte r  re fe rre d  to  a s  th e  1 st re s p o n d e n t) w a s  n o t e n title d  to  b e  

h e a rd  in th is  a p p lic a tio n  a s  it h a d  n o t ta k e n  p art in th e  p ro c e e d in g s  in th e  

C o m m e rc ia l H ig h  C o u rt. H o w e v e r  it w a s  a g re e d  b y  th e  p a rt ie s  o n  17 th  

M a y  2 0 0 4  th a t th e  o b je c tio n  to  th e  p a rtic ip a tio n  o f th e  1 st R e s p o n d e n t in
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th e s e  p ro cee d in g s  b e  co n s id e re d  w ith  th e  m a in  a p p e a l an d  that th e  parties  

w o u ld  te n d e r  w ritten  s u b m is s io n s  a n d  fu rth e r th e  co u rt cou ld  m a k e  its 
o rd e r  on  th e  w ritte n  s u b m is s io n s  of th e  p arties .

A c c o rd in g ly  th e  a p p e lla n t filed  h is  w ritten  s u b m iss io n s  on 3 1 .0 8 .2 0 0 4  

an d  th e  1 st R esp on d en t, his on 1 9 .1 0 .2 0 0 4 . T h e  2n d  d efen d an t - respondent 
T h e  D ire c to r o f In te lle c tu a l P ro p erty , (h e re in a fte r  re fe rre d  to  a s  th e  2n d  

re s p o n d e n t) w h o s e  d ec is io n  th e  A p p e lla n t is s e e k in g  to  se t a s id e  d id  not 
file  h is  w ritte n  s u b m is s io n s .

B e fo re  p ro c e e d in g  to  c o n s id e r th e  m a in  a p p e a l o f th e  A p p e lla n t it is 

n e c e s s a ry  to  initially m a k e  a n  o rd er w ith  re g a rd  to  th e  p re lim inary  objection  

ra ised  b y  th e  A p p e lla n t re g a rd in g  th e  partic ipation  of th e  1 st re sp o n d en t in 

th e s e  p ro c e e d in g s .

Firstly, th e  1 st re sp on d en t is a  p arty to  th e  ap p e a l n a m e d  by th e  appellan t 
a n d  fu rth er th e  dec is io n  th e  A p p e lla n t is se ek in g  to  se t as id e  is th e  decision  

o f th e  C o m m e rc ia l H ig h  C o u rt m a d e  a ffirm in g  th e  O rd e r  o f th e  2n d  

R e s p o n d en t m a d e  on 13th S e p te m b e r 1 9 9 8  in favour of the 1 st respondent's  

T r a d e  m a rk . T h e re fo re  it is th e  1st re s p o n d e n t w h o  is th e  p arty  d irectly  

a ffe c te d  b y  th e  o u tc o m e  of th is  a p p e a l. H e n c e  it is th e  v ie w  of th e  C o u rt 
th a t a p a r t  fro m  1 st re s p o n d e n t b e in g  a  p arty  to  th e  a p p e a l h e  b e in g  the  

p a rty  d irec tly  a ffe c te d  by th e  d ec is io n  of th e  court h e  m u st n e c e s s a rily  b e  

p e rm itte d  to  p a rtic ip a te  a n d  h e a rd  in th is  a p p e a l.

A c c o rd in g ly  I m a k e  o rd e r o v e r-ru lin g  th e  p re lim in a ry  ob jec tio n  of th e  

A p p e lla n t a n d  p erm it th e  1 st re s p o n d e n t to  p artic ip a te  an d  b e  h e a rd  in the  

p ro c e e d in g s  of th is  a p p e a l.

T h e  M a in  a p p e a l

T h e  m a in  a p p e a l is on  th e  R e g is tra tio n  b y  th e  D ire c to r- G e n e ra l of 

In te lle c tu a l P ro p e rty  th e  2 n d  re s p o n d e n t of th e  tra d e  m a rk  “M T V ” u n d er  

c la s s  3 8  of th e  in te rn a tio n a l c la ss ifica tio n  a s  th e  tra d e  m a rk  of th e  1 st 
re s p o n d e n t th e  M a h a r a ja  O rg a n is a tio n  m a d e  on 30 th  J u n e , 1 9 9 8 .

T h e  B a ck g ro u n d

T h e  p la in tiff - a p p e lla n t, V ia c o m  In c o rp o ra te d  in U . S . A . th e  u ser of th e  

t ra d e  m a rk  “M T V  M u s ic  T e le v is io n ” w h ich  h a s  b e e n  re g is te re d  in th e  U S
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a n d  in s e v e ra l o th e r  c o u n tr ie s  m a d e  a n  a p p lic a tio n  to  re g is te r  its m a rk  

“M T V  M u s ic  T e lev is io n ” in S ri L a n k a  on  1 5 th  M a y  1 9 9 1  u n d e r  a p p lic a tio n  

N o s . T M  6 1 2 9 7  a n d  T M  6 1 2 9 8  in c la s s e s  3 8  a n d  41  re s p e c tiv e ly  o f th e  

in te rn a tio n a l c la ss ifica tio n  a n d  h a s  p rio r re g is tra tio n  fo r  M T V .

P u rs u a n t to  a n  a g re e m e n t  w ith  T e le s h a n  N e tw o rk  ( P V T )  L td . o f S ri 
L a n k a  a n d  T N L  te lev is ion  sta tio n  th e  A p p e lla n t h a s  b e e n  te le c a s tin g  M T V  

M u s ic  T e lev is io n  in S ri L a n k a , b e fo re  M a h a ra ja h  T e le v is io n  C o m m e n c e d  

its te le c a s t.

T h e  1st re s p o n d e n t m a d e  a n  a p p lic a tio n  o n  2 3 rd  M a y  1 9 9 1  u n d e r  

app lication  N o . 6 1 3 3 2  fo r th e  reg is tra tion  o f th e  a lp h a b e t ic a l  le tte rs  “M T V ” 

in re s p e c t o f c o m m u n ic a tio n  in th e  s a m e  c la s s  3 8  o f th e  In te rn a tio n a l  
c la ss ifica tio n . T h e  sa id  m a rk  w a s  a c c e p te d  a n d  p u b lis h e d  in te rm s  o f 
s e c tio n  1 0 7  of th e  C o d e  o f In te lle c tu a l P ro p e rty  (h e a r in g  a fte r  re fe rre d  to  

a s  th e  C o d e .)  in th e  g o v e rn m e n t g a z e tte  N o . 8 3 0  o f 2 9 th  Ju ly  1 9 9 4  su b je c t  

to  th e  co nd ition  th a t th e  re g is tra tio n  d id  n o t g iv e  th e  1s t re s p o n d e n t th e  

right to  e x c lu s iv e  u s e  o f th e  le tte rs  M . T. a n d  V

U p o n  p u b lic a tio n  th e  A p p e lla n t file d  n o tice  o f o p p o s itio n  in te rm s  of 
sectio n  1 0 7 (2 )  o f th e  C o d e  of In te lle c tu a l P ro p e rty  on  18 th  J a n u a ry  1 9 9 5 .

T h e  A p p lic a n t’s o p p o s itio n  w a s :

(i) T h a t th e  1 st R e s p o n d e n t’s p ro p o u n d e d  m a rk  w ill c o n tra v e n e  th e  

p ro v is ion s  of S e c tio n  9 9 , 1 0 0  a n d  1 4 2  o f th e  c o d e .
(ii) T h a t th e  A p p e lla n t h a d  p en d in g  ap p lica tio n s  u n d e r th e  s a m e  c la ss  

3 8  in T M  6 1 2 9 7  a n d  c la s s  41  in T M  6 1 2 9 8  file d  p rio r to  th e  1s t 
re s p o n d e n t’s ap p lica tio n .

(iii) T h a t  th e  1 st re s p o n d e n t’s p ro p o u n d e d  m a rk  is n o t s o u g h t to  b e  

re g is te re d  in g o o d  fa ith

(iv) T h a t  th e  p ro p o u n d e d  m a rk  is lik e ly  to  c r e a te  th e  e r ro n e o u s  

im p res s io n  th a t th e  1 st re s p o n d e n t’s s e rv ic e s  a re  th e  s e rv ic e s  of 
th e  a p p e lla n t

(v) T h a t th e  1 st resp on d en t’s p ro po u nd ed  m a rk  will g ive  th e  im pression  

th a t  th e r e  is a  c o n n e c t io n  o r  a s s o c ia t io n  b e tw e e n  th e  1 s t  

re s p o n d e n t’s s e rv ic e  a n d  o f th e  a p p e lla n t.

A fte r an  inqu iry  th e  2 n d  re s p o n d e n t m a d e  o rd e r  on  3 0  th  J u n e  1 9 9 8  

allo w in g  th e  1 st re s p o n d e n t’s a p p lic a tio n  fo r re g is tra tio n .
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T h e  a p p e lla n t b e in g  a g g rie v e d  b y  th e  sa id  o rd e r of th e  2 n d  re sp o n d en t 
a p p e a le d  th e re  fro m  to  th e  C o m m e rc ia l H ig h  C o u rt u n d e r S e c tio n  1 8 2  of 
th e  c o d e . T h e  a p p e a l of th e  C o m m e rc ia l H ig h  C o u rt b y  th e  a p p e lla n t w a s  
d is m is s e d  b y  th e  H ig h  C o u rt on  1 3  th S e p te m b e r  1 9 9 8 .

T h is  a p p e a l is to  s e t a s id e  th e  ju d g m e n t of th e  C o m m e rc ia l H igh  C o u rt 
d a te d  1 3th  S e p te m b e r  1 9 9 8  a n d  m a k e  o rd e r in fa v o u r of th e  A p p e lla n t a s  

p ra y e d  fo r in th e  p la in t d a te d  11 th  A u g u s t 1 9 9 8 .

Submissions of the parties.

T h e  A p p e lla n t s u b m its  th a t th e  re g is tra tio n  of th e  1st R e s p o n d e n t’s 

m a rk  “M T V ” b y  th e  2 n d  R e s p o n d e n t is c o n tra ry  to  th e  p rovis ions of th e  

sa id  C o d e  a n d  th e  O rd e r  o f th e  le a rn e d  C o m m e rc ia l H igh  C o u rt J u d g e  is 

re p le te  w ith  irre le v a n t co n s id e ra tio n s  m a d e  w ith o u t d u e  re g a rd  to  th e  law  

a n d  a b u n d a n c e  o f Ju d ic ia l au th o rity  re la tin g  to  T ra d e  M a rk s .

F u rth e r  it w a s  s u b m itte d  b y  th e  A p p e lla n t th a t th e  find ing  of th e  2n d  

R e s p o n d e n t in reg is tering  th e  m a rk  of th e  1 st re sp on d en t is en tire ly  w ithout 
m e rit a n d  m is c o n c e iv e d  both  a s  a  m a tte r  o f fa c t a n d  of law .

It w a s  th e  s u b m iss io n  of th e  A p p e lla n t th a t in th e  C o m m e rc ia l H igh  

C o u rt th e  1 st R e s p o n d e n t d id  not file  p ro xy  a n d /o r a n s w e r or partic ip a te  in 

th e  a p p e a l b e fo re  th e  C o m m e rc ia l H ig h  C o u rt a n d  th e  2 n d  R e s p o n d e n t, 
th e  D ire c to r  o f In te lle c tu a l P ro p erty , in fo rm ed  co u rt th a t h e  is not filing  

a n s w e r  a n d  th a t h e  will a b id e  b y  th e  ju d g e m e n t of court.

In e ffe c t th e  2 n d  re s p o n d e n t d id  not d e fe n d  his o rd e r in th e  C o m m erc ia l 

H ig h  C o u rt o r b e fo re  th is  court.

T h e  C o m m erc ia l H igh C ourt d isposed  of th e  ap p ea l solely on the affidavit, 
a n s w e r  a n d  w ritten  s u b m iss io n s  of th e  a p p e lla n t.

T h e  1s t R e s p o n d e n t in h is  s u b m is s io n s  filed  in th is court re fe rring  to  

th e  h o s t o f a u th o ritie s  c ited  b y  th e  A p p e lla n t a tte m p ts  to  d is m iss  th em  by  

m e re ly  s ta tin g  th a t th e y  a re  irre le v a n t a n d  c a u s e s  co n fus io n  ra th e r th an  

th ro w  light on  th e  m a tte r.

It is th e  su b m iss ion  of th e  1 st R e s p o n d e n t th a t both M a h a ra ja  Television  

a n d  M u s ic  T e le v is io n  m a d e  a p p lic a tio n s  to  re g is te r M T V  as  th e  T ra d e
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M a rk  o f e a c h  o f th e m  a n d  th a t th e  A p p e lla n t o b je c te d  to  th e  re g is tra tio n  o f 

th e  1 st R e s p o n d e n t’s  tra d e  m a rk  a n d  th e  1 s t R e s p o n d e n t o b je c te d  to  th e  

reg is tra tio n  of th e  a p p e lla n t ’s tra d e  m a rk . T h e  R e g is tra r  o f T r a d e  M a rk s  

th e  2 n d  re s p o n d e n t p e rm itte d  th e  re g is tra tio n  o f b o th  m a rk s  w ith  a  

d is c la im e r th a t no  p arty  is e n title d  to  th e  e x c lu s iv e  u s e  o f th e  le tte rs  M T V .

T h e  1 st R e s p o n d e n t su b m its  th a t th e  2 n d  R e s p o n d e n t a n d  th e  le a rn e d  

H ig h  C o u rt J u d g e  h a v e  both  c o m e  to  th e  s a m e  co n c lu s io n  th a t th e  m a rk  

will n o t c a u s e  d e c e p tio n  o r co n fu s io n  in th e  m in d s  o f th e  p u b lic  a n d  th a t  

th e  v ie w e rs  will ig n o re  th e  c o m m o n  d e n o m in a to r  o f th e  tw o  m a rk s  a n d  will 
kn o w  c le a r ly  th a t o n e  is M u s ic  T V  a n d  th e  o th e r  is M a h a r a ja  T V .

Merits of this Appeal

In te rm s  o f th e  c o d e  o f In te lle c tu a l P ro p e rty  a  “M a r k ” M e a n s  a  T r a d e  

M a rk  o r s e rv ic e  m a rk  s e rv in g  to  d is tin g u ish  th e  g o o d s  o r  s e rv ic e s  o f o n e  

from  th o s e  of a n o th e r.

T h e  ex c lu s iv e  right in a  m a rk  m a y  b e  a c q u ire d  b y  reg is tra tio n  u n d e r th e  

C o d e . U n re g is te re d  m a rk s  a re  s a fe g u a rd e d  u n d e r th e  p ro v is io n s  re la tin g  

to  u n fa ir c o m p e titio n  a n d  th e  c o m m o n  law , u n d e r  ac tio n  fo r p a s s in g  off.

O n c e  a n  app lica tion  for reg is tration  o f a  m a rk  is received b y  th e  registrar, 

h e  is re q u ire d  to  e x a m in e  th e  m a rk  in re la tio n  to  th e  p ro v is io n s  o f s e c tio n s  

9 9  a n d  1 0 0 .

A s  s u b m itte d  b y  th e  1st re s p o n d e n t in h is  s u b m is s io n s  w h a t th e  2 n d  

R e s p o n d e n t, th e  D ire c to r o f In te lle c tu a l P ro p erty , h a s  d o n e  is to  re g is te r  

both  m a rk s  w ith  a  d is c la im e r th a t n o  p a rty  is e n tit le d  to  th e  e x c lu s iv e  u s e  

of th e  le tte rs  M T V . T h is  is c o n tra ry  to  th e  sp irit a n d  s u b s ta n c e  o f th e  law  

on T ra d e  m a rk s .

A  v is ib le sign c a p a b le  of d is tinguish ing  th e  g o o d s  o r s e rv ic e s  o f d iffe ren t 

e n te rp r is e s  c a n  c o n s titu te  a  m a rk  p ro v id e d  it is n o t in a d m is s ib le  u n d e r  

sectio n  9 9  a n d  1 0 0  of th e  C o d e . N o  t ra d e r  o r s e rv ic e  p ro v id e r  sh o u ld  b e  

p erm itte d  to  m o n o p o lis e  a lp h a b e tic a l le tte rs  u n le s s  th e  m a rk  c o n s is tin g  

o f su ch  le tte rs  c a n  c o n s titu te  a  v a lid  m a rk  a n d  n o t in a d m is s ib le  u n d e r  

S e c tio n  9 9  a n d  1 0 0 .
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T h e  tw o  m a rk s  h a v e  b e e n  re g is te re d  w ith o u t ex c lu s iv e  rights to  th e  
E n g lish  a lp h a b e tic a l le tte rs  M  T  a n d  V.

T h is  position  to  m y  m in d  c a n  not b e  va lid .

T h e  tw o  le tte rs  “T V ” is a  s ta n d a rd  a b b re v ia tio n  u s e d  all o v e r  th e  w orld  

fo r th e  w o rd  ‘T e le v is io n " , a s  such  no p arty  cou ld  c la im  e x c lu s ive  rights for 

th e  u s e  o f th e  le tte rs  T V . T h e n  th e  o n ly  le tte r left in th e  m a rk  is th e  le tter
M . A c c o rd in g  to  th e  e v id e n c e  on reco rd  th e  P la in tiff -A p p e lla n t h as  

e x te n s iv e ly  u s e d  “M T V ” a s  a  m a rk  a n d  a c q u ire d  a  rep u ta tio n /id e n tity  an d  

th e re fo re  w h e n  th e  le tter M  is ta k e n  to g e th e r w ith  th e  tw o  descrip tive  letters  

T V  a s  a  w h o le  th e  th re e  le tte rs  M T V  can  stand  a s  a  va lid  m ark . It is settled  

law  th a t a  m a rk  sh o u ld  b e  ta k e n  a s  a  w h o le . T h e  P la in tiff-A p p e lla n t d o e s  

not re ce ive  exc lu s ive  rights to  th e  letters T V  but h e  should re ce ive  exclusive  

rights to  th e  c o m b in a tio n  of le tte rs  M T V  in th is  in s ta n c e . T h u s  o th e rs  a re  

n ot e n title d  to  th e  u s e  of th e  c o m b in a tio n  of le tte rs  M T V .

T h e  law  a tte m p ts  to  a v o id  ‘c o n fu s io n ’ in th e  m in ds  of th e  pub lic  a s  to  

th e  s o u rce  of th e  se rv ic e . If both  Music T V  an d  MaharajaTV a re  p erm itted  

th e  u se  of th e  m a rk  M T V  it is h a rd  to  u n d e rs ta n d  how  th e  v ie w e rs  cou ld  

kn o w  th e  c o rre c t s o u rc e  o f th e  se rv ic e .

T h e  le a rn e d  H ig h  C o u rt ju d g e ’s co n ten tio n  is th a t th e  w a y  th e  le tters  

M T V  a r e  w ritten  in th e  tw o  m a rk s  a re  d iffe re n t an d  th e re fo re  o n e  cou ld  

c le a rly  d is tin g u ish  th e  tw o  m a rk s . F u rth e r h e  h a s  c o m e  to  th is conclus ion  

b y  a  c lo s e , s id e  by s id e  c o m p a ris o n  of th e  tw o  m a rk s .

T h e  le a rn e d  tria l ju d g e  h a s  c o m p le te ly  ig n o red  th e  host o f au th orities  

w h ich  s tip u la te  th a t, such  s id e  by s id e  c o m p a ris o n  is not th e  w a y  to  

e x a m in e  T ra d e  m a rk s . W h a t  is im p o rta n t is to  c o n s id e r th e  p ro m in e n t  

p a rts  o f b o th  m a rk s  a n d  d e c id e  w h e th e r  th e  p ro m in e n t p arts  of th e  tw o  

m a rk s  ta k e n  a s  a  w h o le  w ith  th e  d e s ig n /g e t up, c lo se ly  re s e m b le  o n e  

a n o th e r as  to  co n fu s e  th e  co n su m e r. W ith o u t dou b t th e  p ro m in en t parts  of 

both  m a rk s  in c lu d ed  in th is  a p p e a l a re  th e  le tte rs  M T V . T h e  co u rt should  

not c o m p a re  th e  tw o  m a rk s  m etic u lo u s ly . A s  Lord  Jo h n s o n  e x p re s s e d  in 

Tokalon v. Davidson ( ' )  “w e  a re  n o t s u p p o s e d  to  s c a n  th e  w o rd s  a n d  do  

m icro s co p ic  in s p e c tio n s . It is a  m a tte r of g e n e ra l an d  c a s u a l poin t of v iew  

o f a  c o n s u m e r w a lk in g  into  a  s h o p .”
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W h e n  o n e  co n s id e rs  th e  tw o  m a rk s  in th a t light it is c le a r  th a t bo th  

m a rk s  so  c lo se ly  re s e m b le  o n e  a n o th e r a n d  th e  c o n s u m e r/v ie w e r  is like ly  

to  b e  co n fu s ed .

T h e  initial question  th en  to  b e  d e c id e d  is, w h e n  a  p articu la r p ro g ra m m e  

is sa id  to  b e  te le c a s t on  “M T V ” w h e th e r  a  v ie w e r  w ill b e  in a  p os itio n  to  

k n o w  w h ich  o f th e  tw o  c h a n n e ls  th is  p ro g ra m m e  c o m e s  o n ; M u s ic  T V  or 

M a h a r a ja  T V . If th e  a n s w e r  to  th is  s im p le  q u e s tio n  is th a t o n e  c a n n o t  

d e c id e , th en  both  M a rk s  c a n n o t c o -e x is t a n d  th e  s e c o n d  re g is tra tio n  h a s  

to  b e  c a n c e lle d .

T h e  le a rn e d  H ig h  C o u rt J u d g e  in d e c id in g  th a t  th e  tw o  m a rk s  a re  

d ia m e trica lly  o p p o s e d  to  e a c h  o th e r h a s  e n g a g e d  in a  critica l s id e  b y  s id e  

e x a m in a tio n  o f th e  tw o  m a rk s  a n d  o f th e ir  p re s e n ta tio n  a n d  a  m in u te  

e x a m in a tio n  o f e a c h  le tte r of th e  a lp h a b e t  in th e  tw o  m a rk s .

It is s e ttle d  la w  both  in S ri L a n k a , In d ia  a n d  e ls e w h e re  th a t “In  o rd e r to  

c o m e  to th e  conclus ion  w h e th e r o n e  m a rk  is d e c e p tiv e ly  s im ila r to  an o ther, 

th e  b ro a d  a n d  e s s e n tia l fe a tu re s  of th e  tw o  m a rk s  a re  to  b e  c o n s id e re d .  
T h e y  should not b e  p laced  side b y  side to  find ou t if th e re  a re  a n y  d iffe ren ces  

in th e  d es ig n  a n d  if so  w h e th e r  th e y  a r e  o f su c h  a  c h a ra c te r  a s  to  p re v e n t  

o n e  d e s ig n  fro m  b e in g  m is ta k e n  fo r th e  o th e r. It w o u ld  b e  e n o u g h  if th e  

im p u g n e d  m a rk  b e a rs  su ch  a  o v e ra ll s im ila r ity  to  th e  re g is te re d  m a rk  a s  

w o u ld  b e  like ly  to  m is le a d  a  p ers o n  u su a lly  d e a lin g  w ith  o n e  to  a c c e p t th e  

o th e r if o ffe re d  to  h im .” Bacardi Company Limited Vs. Vigal Kardi (A h u ja ’s 

In te lle c tu a l p ro p e rty  c a s e  (2)

In th e  c a s e  o f Nestle SA  Vs. MultiTech Lanka (Pvt.) Ltd (3), F e rn a n d o  J. 
h a s  in a  tra d e  m a rk /u n fa ir  c o m p e titio n  d is p u te  h e ld  th a t  su ch  d is p u te  

“c a n n o t b e  d e c id e d  b y  s im p ly  to ttin g  up a n d  w e ig h in g  re s e m b la n c e s  a n d  

d is s im ila rities  u po n  a  s id e  b y  s id e  c o m p a r is o n  o f th e  m a rk s ”.

T h e  iss u e  is w h e th e r  a  p e rs o n  w h o  s e e s  o n e  in th e  a b s e n c e  o f th e  

o th e r a n d  w h o  h as  in his m in d ’s e y e  o n ly  a  reco lle c tio n  of th a t o th e r  w o u ld  

th in k  th e  tw o  w e re  th e  s a m e . T h e  m in d ’s im p re s s io n  ( id e a )  o f th e  m a rk  is 

critica lly  im p o rta n t. T h e  im p res s io n  ( id e a )  o f th e  m a rk  h e re  is “M T V ”.

In Arumugam vs . Seyed Abbas(A) it h a s  b e e n  h e ld  th a t “S tr ik in g  

re s e m b la n c e  b e tw e e n  d is tin c tive  w o rd s  o f a n  e x is tin g  re g is te re d  tra d e  

m a rk  a n d  th e  p ro p o s e d  tra d e  m a rk  d is e n title s  th e  la tte r to  b e  re g is te re d .”
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F u r th e r  th e  le a rn e d  H ig h  C o u rt J u d g e  h a s  ig n o re d  th e  p h o n e tic  
re s e m b la n c e  o f th e  tw o  m a rk s .

It is u n d is p u te d  th a t th e  P la in tiff-A p p e lla n t a p p lie d  to  th e  R e g is tra r of 
P a te n ts  a n d  T ra d e  M a rk s  fo r th e  reg is tra tio n  of th e  T ra d e  m a rk  “M T V  

M u s ic  T e lev is io n ” on  1 5th  M a y , 1991  in ap p lica tio n s  n u m b e re d  T M  6 1 2 9 7  
a n d  T M  6 1 2 9 8  in c la s s e s  3 8  a n d  41 respective ly .

W h ils t th e  A p p e lla n t’s ap p lica tio n  w a s  p en d in g  th e  1st re s p o n d e n t  

M a h a r a ja  O rg a n is a tio n  a ls o  filed  an  ap p lica tio n  on 2 3 rd  M a y  1991  for the  

re g is tra tio n  of th e  a lp h a b e tic a l le tte rs  “M T V ” w ith  a  d e v is e  in re s p e c t of 
C o m m u n ic a tio n  in C la s s  3 8  th e  s a m e  c la s s  a s  th e  a p p e lla n t u n d e r  
ap p lica tio n  N o . 6 1 3 3 2 .

T h e  p la in tiff-a p p e lla n t o b je c te d  to  th e  reg is tra tion  of th e  T ra d e  m a rk  of 
th e  1st re s p o n d e n t on  th e  g ro u n d  th a t th e  p la in tiff-a p p e lla n t b e ing  th e  

reg is tered  o w n er of th e  T ra d e  m a rk  “M T V  M usic  Televis ion” under th e  sa m e  

c la s s  a s  th e  1 s t R e s p o n d e n t  h is  r ig h ts  u n d e r  th e  C o d e  w o u ld  b e  

co n travened .

It is c o m m o n  g ro u n d  th a t th e  p la in tiff - a p p e lla n t h ad  th e  T ra d e  m a rk  

“M T V  M u s ic  Te lev is io n ” reg is te red  prior to  th e  1 st R e s p o n d e n t in th e  sa m e  

c la ss . T h e re fo re , a n o th e r ap p lica tio n  to  re g is te r th e  s a m e  tra d e  m a rk  or a  

s im ila r tra d e  m a rk  w h ich  is like ly  to  m is le a d  o r c o n fu s e  th e  pub lic  a s  to  

th e  s o u rc e  of th e  s e rv ic e  c a n n o t b e  re g is te re d .

E v e n th o u g h , th e  o rig in a l reg is tra tio n  w a s  su b je c t to  th e  cond ition  that 
h e  w ill h a v e  no  e x c lu s iv e  right to  th e  a lp h a b e tic a l le tte rs  M T V , w h a t th e  

law  a tte m p ts  to  p re v e n t is co n fus io n  in th e  m in d s  of th e  pub lic  a s  to  th e  

so u rce  of th e  se rv ice . A s  m e n tio n e d  a b o v e  th e  p la in tiff-ap pe llan t is en titled  

to  le tte r “M ” w ith  th e  le tte rs  T  a n d  V  u n d e r th e  sp e c ia l c irc u m s ta n c e s  

re la tin g  to  th is  m a tte r.

T h e  o n ly  w a y  in w h ich  th e  s a m e  le tte rs  M T V  co u ld  h a v e  b e e n  u sed  as  

a  tra d e  m a rk  by a n o th e r  is to  e ith e r  sh o w  th a t c u s to m e rs /v ie w e rs  will not 
n o rm a lly  re g a rd  su ch  le tte rs  a s  ind ica to rs  of th e  O rig in  o f th e  se rv ic es  

c o n c e rn e d , it is th e  c o n te n tio n  o f th e  1st R e s p o n d e n t th a t th e  letters  

c o m b in e d  in a n  artis tic  m a n n e r  u s e d  by th e  1 st re s p o n d e n t is c a p a b le  of 
distinguishing th e  serv ices  of th e  1 st respondent from  the plaintiff- appellant.
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T h e  le a rn e d  H igh  C o u rt J u d g e  h a s  c o m e  to  th a t s a m e  c o n c lu s io n  b y  a  

m in u te  a n d  a  s id e  b y  s id e  c lo s e  sc ru tin y  o f th e  p u rp o rte d  T r a d e  m a rk  o f 

th e  1st re sp o n d en t.

A s  s ta te d  e a r lie r  in e x a m in in g  T r a d e  M a rk s  su c h  s id e  b y  s id e  c lo s e  

sc ru tin y  is not th e  a p p ro a c h  to  d e c ip h e r  tra d e  m a rk s . O n e  m u s t c o n s id e r  

w h e th e r th e  public cou ld  w ith o u t con fus ion  identify  th e  s o u rce  o f th e  g o o d s  

o r se rv ic e s  o ffe re d  u n d e r such  tra d e  m a rk .

In s o  dec id in g  o n e  invariab ly  h a s  to  c o n s id e r th e  se rv ic e s  o ffe re d  b y  th e  

c o m p e tin g  p arties . U n d o u b te d ly , b o th  th e  p la in tiff-a p p e lla n t’s  “M u s ic  T V ” 

a n d  th e  1st re s p o n d e n t’s M a h a r a ja  T V  a r e  u n d e r th e  s a m e  T r a d e  m a rk  

“M T V ” o fferin g  th e  s a m e  s e rv ic e s  if n o t id e n tic a l s e rv ic e s . T h e re fo re , th e  

co n fus io n  in th e  m in d s  o f th e  p ub lic  is m o re  p ro b a b le .

T h e  le a rn e d  H ig h  C o u rt J u d g e  h a s  fa ile d  to  p ro p e rly  c o n s id e r th e  tw o  

m a rk s  u n d e r th e  law  fo r th e  p ro tec tio n  a g a in s t u n fa ir c o m p e titio n . H e  h as  

not c o n s id e re d  w h e th e r  th e re  h a s  b e e n  a n  a p p ro p ria tio n  o f th e  b e n e fit  of 
th e  g o o d  n a m e  o r  re p u ta tio n  o f o n e  fo r  th e  c o m m e rc ia l a d v a n ta g e  o f th e  

other. N o r h as  h e  c o n s id e re d  th e  u se  o f th e  tw o  m a rk s  c o n c u rre n tly  in th e  

s a m e  c lass  a n d  in re s p e c t o f th e  s a m e  s e rv ic e  a n d  w h e th e r  it w o u ld  c a u s e  

co nfus ion , a s  g iven  in S ec tio n  1 4 2  of th e  C o d e , resu lting  in a n  a c t o f u n fa ir  

co m p etitio n .

It is e v id e n t on th e  a ffid av its  a n d  o th e r d o c u m e n ts  filed  b y  th e  a p p e lla n t  

b e fo re  th e  H ig h  C o u rt th a t th e  a p p e lla n t h a s  b e e n  te le c a s tin g  M T V  m u s ic  

te lev is io n  in S ri L a n k a  a n d  e ls e w h e re  e v e n  p rio r to  th e  re g is tra tio n  o f th e  

a p p e lla n t’s T ra d e  m a rk  M T V  b y  th e  D ire c to r  o f In te lle c tu a l P ro p e rty  in 

Sri L a n k a . It is th e  su b m is s io n  o f th e  a p p e lla n t th a t th e  1st re s p o n d e n t  

w a s  a w a re  of th e  u s e  of th e  m a rk  b y  th e  a p p e lla n t a t th e  tim e  th e  1st 
re s p o n d e n t m a d e  h is  a p p lic a tio n  fo r re g is tra tio n  of a  d e c e p tiv e ly  s im ila r  

m a rk  fo r reg is tra tio n  u n d e r th e  s a m e  s e rv ic e s .

T h e re  is m e rit in th e  su b m is s io n  o f th e  a p p e lla n t th a t th e ir  T r a d e  m a rk  

M T V  M u s ic  T e le v is io n  w a s  in u s e  lon g  p rio r to  th e  1s t re s p o n d e n t filing  

his ap p lica tio n  fo r reg is tra tio n  o f a  s im ila r m a rk  a n d  th e re  w o u ld  b e  u n fa ir  

co m petition  a n d  e v e n  p a s s in g  off.

T h e  p h o n e tic  re s e m b la n c e  o f th e  tw o  m a rk s  is su ch  th a t it is a lm o s t  

im p o s s ib le  fo r a  p e rs o n  to  d is tin g u ish  b e tw e e n  th e  tw o  s e rv ic e s . T h e
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d is c la im e r re c o rd e d  b y  th e  2 n d  re s p o n d e n t in re s p e c t a  of th e  le tte r M  T  

a n d  V  is in th e  c irc u m s ta n c e s  of th is  c a s e  of n o  re le v a n c e . A s  I m e n tio n e d  

e a r lie r  th e  u s e  of M T V  b y  both  w ill le a d  to  co n fus io n  a m o n g  th e  pub lic . 
W h e th e r  o r n o t th e  1 st d e fe n d a n t-re s p o n d e n t in te n d e d  such  o u tc o m e  is 

im m a te r ia l. T h u s , h is re g is tra tio n  o r  u s e  o f le tte rs  M T V  is c o n tra ry  to  th e  

provisions relating  to  unfa ir com petition  an d  cann o t b e  perm itted . T h e  unfair 

co m p e titio n  la w  s a fe g u a rd s  n o t o n ly  th e  in te re s t of tra d e rs  a n d  s e rv ic e  

p ro v id e rs  b u t a ls o  th e  c o n s u m e rs .

T h e re fo re  I hold  th a t th e  R eg istra tion  b y  th e  2n d  resp on d en t of th e  tra d e  

m a rk  o f th e  1s t re s p o n d e n t is c o n tra ry  to  th e  p ro v is ion s  o f S e c tio n s  9 9 , 
1 0 0  a n d  1 4 2  o f th e  c o d e  of In te lle c tu a l P ro p e rty  A ct, N o . 1 2  of 1 9 7 9 .

A c co rd in g ly , I se t a s id e  th e  ju d g m e n t of th e  C o m m e rc ia l H ig h  C o u rt, 
d a te d  1 3 th  S e p te m b e r  1 9 9 9  a n d  a ls o  se t a s id e  th e  O rd e r  o f th e  2n d  

re s p o n d e n t d a te d  3 0 th  J u n e  1 9 9 8  a llo w in g  th e  1 st re s p o n d e n t to  re g is te r  

T ra d e  M a r k  N o . 6 1 3 3 2 .

S . N . S IL V A , C . J —  I a g re e .

N . K . U D A L A G A M A , J .—  I a g re e .

Appeal allowed.


